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REMARKS 

In an Office action dated December 26, 2007, the Examker comidered peiiding dates 
21-64, following which: 

( 1 ) claims 26 and 3 1 -35 sUmd objected to as being in multiple dependent form: 

(2) .claim 35 is rejected under 35 U.S.C. § 1 1.2, first paragraph^ for failing to comply 
the enaMement requirement; 

(3) claim 58 is rejected under 35 U;S,C. § tit, second paragraph, for being 
dependent iBrom an unlisted clairn; 

(4) claims 21 , 27. 28, 36, 37, mui 39 stand i-ejected under 35 U.S.C. § 1 02(b) as being: 
anticipated by U.S. Patent No. 6,368,350 to Erickson, et a!. ("Erickson"); 

(5) claims 21-23, 30, 34, 41, 42, 46-49, 52, 56, 57, 6i, and 64 stands rejected under 
35 tI.S.C. 102(e) as being anticipated by U^S, Patent Ho. 6,936,071 to Mamay et 
al. ("Maniay"); 

(6) claims 21, 22, 29, 33, 41, 47, 50, 56, 6?, aiid 63 Mand tf^eeted under 3^ 

102(e) as being anticipated by U.S« Pat, No, 6^610,093 to Pisharodi f Pisham*"); 

(7) claims 24-26 stand .rejected under 35 l.i.S.C. 103(a) as being unpatentable over 
Erickison itt \4ew of U.S. Patent Ho. 6, 419,706 to Gxaf ("Graf ); 

(8) claim 40 stands rejected under 35 U.S.C, 103(a) as being unpatentable over 
Erickson in view ttf Pisharodi; 

(9) claim 38 stands rejected under 35 U.S.C:. 103(3) as being unpatentable over U.S. 
Patent No. 6>368,356 to Erickson: 

(1 0) claims 43-45 and 58-60 stands rejected under 35 U.S.C. 1 03(a) as being 
unpatentable o ver Marnay in view of .Pisharodi; 

(11) claims 54 stands rejected under 35 U.S.C. i03(a) as being unpatentable oyer 
^im^ in view of Graf; 

(12) ciaim 55 stands rejected under 35 U.S.C. 103(;a) as feeing tmpatentable over 
M^nav in view of U.S. Patent No. 6,899,735 to Coates, et al. ("Gdates"); and 
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(13) claims 3L 32, 5 1 , and 33 stands rejected under 35 U.S.G. 103(a) as being 
wnpatentable over Pisharodi. 
'Ilse Applicants respeei&liy submit the following rem^ks concerning the December 26, 2(K)7, 
OfHce action. 

Ohjectmt to Cimm 26 and 3.I~3S 

As set fortli in the Aiueadinents to the Claims and Listing of Claims sections of this 
pajper, claims 26, 31, and 33-35 are hereby amended. No new matter has been iatrodiiced by 
such aniendmentSj which are ilully supported by the original disclosure. Hie aittendments are 
made soMy to remove the mnltiple dependency farming the ba^is for the objection to clainis 26 
and 31-35. Withdrawal of the objection to sach claims is respectfuliy solicited. 

Me^mtim of €iaim SS Under 35 US,C, § 112, % I 

Claim 35 has been amended to remove the location of the rib at the center of the 
prosthesis, which is understood to be tlie bssis; of iie rejection. Claim 35 is fully enabled, tor 
example, by the description at page 6, lines 1 2-18. Withdrawal of the rejection of claim 35 under 

35 U.SC § 1 12, paragraph I, is respectfully requested. 

Rejeetim tifadm 58 Under 35 aSXl § 112, % 2 

Claim 58 has been amended to depend from claim 57. Withdrawal of the rejection of 
claim SS under 35 U.S.C. § 112, paragraph 2, is fespectjftilly . requested. 

Rejection ofCiaims 21, 27, 28, 36, 37, and 39 Based an Erickson 

Independent ciaiTn recites "•cooperation means not located in iha middle oj the core 
boiv\een the Umer plate and ihe core, '^k* a-- :o 'rnn iuj'^s'duon rnc-^^emen{s of the- core wjth 
respect to tlie Umer plate around an axis .sabstiintially parallel to ihe lower plate, and lo limit oi 
eliminate rotation movements of the core with respect to the lower plate around an axis 
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substaiittaDy peipeiidicular to the lower plate." The rejection based on EricfeoB ignores this 
H^iitErtion df elaim 21. 

Erickson does not disclose the cooperation means not located in the middle of the core 
required by claim 21, The Office action ekes column 7, lines 65-67, of Erickson, but that 
passage stales simply that "limiting a-rangements such, as raised edge UK) can be coniigured to 
limit the rotational or transiaiional iTeedom provided at the plaiw bearing surface 51," As; 
shown in Figiires 4, 4A, 6, 7, 8, and 10, however, the raised edge 100 is not configumd in a 
that will limit tiie rotatiosai movements of the intermediate piece 22. Kothing in EricksDs 
discloses raised edge 1 00 limiting rotational movements of the intermediate piece 22. Thiis, the 
Office action does not establish the anticipation of claim 21 by Erickson, and the rejeetioti of 
claim 21 and claims 27, 28, 36, 37, and 39 d^eixding directly or indirectly tmm claim 21 must 
be withdrawn. 

Rejection ofClaitm 21-23, 30, 34, 41, 42, 46-49, S2, $6, S7, 61, and 64 Bmed on Marnay 

The reply filed in this case on October 16, 2007, fully explains why the rejections based 
on Mamay are unfounded md improper, ai>d that reply is incorporated herein by reference. 
Rather tlian addre!?«> the merits of the rep!} . Though, the December 26. 2007. Office action recites 
that "a rcciiaiu-a wsth lospect lo \hc n;annur ,n . \ ddv.i-'C^I apparaTUS i^ m^ondcM to be 
employed dos,b> not differenuate the claimed apparatus from a prior art apparatus satisfying the 
claimed structural limitations" citing Ex parte Masham. 2 USPQ2d 1647 (Bd. Pat. App. & Int. 
1987). Thus, because the core and endplates of Mamay can ti*anslate and rotate before the 
Mamay prostliesis is assembled, the Office action concludes that Mamay discloses the structure 
recited in the rejected claims, Masham and this argument, however, do not apply to the claims at 
issue in this .ippiicatzon <u to the rejections based on Maina} 

I he \1PF.P cicarh directs that "[t|here js nothing mhcrenii} wroni: with doiimuL' sonic 
p;iit of an inv union in functional tcnns." MPI-P § 2173.05(g). .According lo tlic MPhP. 
"[fjnnctional language does not, in and of itself render a claim improper." Id, (citing In re 
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Swinehart, 439 EJd 210, 169 USPQ 226 (GGPA 1971)). The MPEP giv«s the following 
exaa?iple: 

In a claim that was directed to a Jdt of comjponent parts capable of beiftg 
^sembied the Court held that limitations such as 'members adapted to be 
positioned" and '^portions . , . being resilientiy dilatable whereby said bousing 
may be slidably positioned" serve to precisely define present sttuctural aUtibutm 
of inten-elaled compoiient p^rts of the claimed assembly, 
M. (citing In re Venezia 530 F.2d 954 189 USPQ 149 (CGPA 1976)) (emphasis added). Thus, 
txinctioMlly described liiiiitations eau define structtiral attributes. In that regard, a "fitnctionai 
Hmitalion must be evalxiated and considered, just like any otelimilation of the claim, for \viiat 
it fairly conveys to a petson of ordinary skill in the pertinent art in the context in which it is 
used." Id 

Like the claims at issue in Venezia , claims 21,41, and 56 define stTuctural attributes of 
interrelated parts of the claimed assembly. For example, claim 21 recites an: 

tipper plate being moveable at lesst with respect to the core and [a] 
core being movable in translation and rotation with respect to the 
lower plate. 

These iimiLdtifins iiciiuo structiiral attiibutc; Un iho uppci pL to, lower phiJe, and core, which 
attn bates are not pre.sent in the assembled Marna> device because it lacks those structurai 
attributes, in addition, claim 41 recites: 

the lower surface of the core being configured for contact with at 
least part of the upper surface of the lov^-'er plate, said contact of the 
lowt-r surface ofihe coic ^^ith at kvi-^t par! of ihe upper .surface of 
Xhc lower pLnc being configured for translation movements of the 
core with respect to the lower plate along an axis substantially 
parallel to the upper surfece of the lower plate and for rotation 
movements of the core with respect to the lower plate around an 
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axis substantially petpendtcuiar to the upf^r surface: of tke lower 
piate. 

Again, these limitations define structural attributes for the upper plate, lovver plate, and corej 
which attributes are not present in the assembled Marnay device because it tacks those strtieturai 
attri butes, In addition, ciaim 56 recites; 

the lower surface of the core beifig configured for contact mth at 
legist part of the upper surface of the lowet pfete, said contact of the 
lower surface of the core with at least part of the upper surface of 
the lower plate being confipired for tr^slation triovements of the 
core wth respect to the lower plate alotig an axis substantially 
parallel to the lower plate and for rotation movements of tlie core 
with respect to the upper suxiace of the lower plate around an axis 
subataiitially perpendicular to the upper surface of the lower plate 
Again, these limitations define struetural attributes for the upper plate, lower plate, and core, 
which attributes are not jpresent in the assembled Marnay deface because it lacks those structural 
attributes, lliese limitations are not mere statements of intended use or mere functional 
statements. Rather, these limitations require a core and the plates to have specific sttuctufe for 
engaging each other in the specific ways; only cores and plates having the structural attributes 
required by the claims can satisfy these limitations. 

jx^pam Mash^ is fully consistent with this analysis. The elaiih at issue in that case 
w^as dii^cted to aii apparatus for miJEing flowing developer material in which mixing means are 
"completely submerge in the developer materi al." Bx: par te Masham, 2 USPQ2d 1647 (Bd. Pat. 
App. & Int, 1 987), The applicant argued that in the prior art apparatus, "the mixing means is 
depicted 'as only being partially submerged in the developer material,'" Nevertlieless, the Board 
upheld the rejection based on the factual detennination that the prior art disclosed all of tlie 
structural limitations of the rejected claim and that the prior art "mixing device ^O l'i capakk of 
being totally submerged in the developer niateriai- (emphasis added). In stark contrast to 
the art. relied on in Masham, Maraav does not disclose the structure required by claims 21, 41 ^ 
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and 56 of this application, and the Maniay prosthesis is not capable of performing as required by 
those claims, 

11ie itmUations of claims 21.41, and 56. also -vNouJd not fairly convey to a person of 
0}djrai> -k'W in tlvj art t-lk^o.actoii^tlv'- J ?rc pic^ooi on1% beloic ihe proijthoij H asscmbkd 
In otlici ^^Oid^., a j.'i»,son of ordinan si'll \\ouid not mcw ihe cort; and yndplate ot \tama> 
having xhe recited limiiat.ons, because those Hmitatfons arc not pref5ont xshen tht; Manu} dovsco 
IS assembled. Ihe Office action cites no evidence to support the view that the claims should be 
interpreted to read on devices such as Marnay that tack the recited limitations when the device is 
assembled. Although the OfSce action's position to the contrary is unreasonable, to expedite the 
allowance of the pending claims, claims 21.41, and 56 have been amended to recite that various 
arrangements are f!>,c|Uired '\^Ken ihc jnien cUebral diisC pio^thc^i^ ds.scmMed " Xccouiingh , a 
person of skiii in the an couid not %.t,>\\ cl^uin.s 2i. 41. ipd -^6 as rcadnig on the IStaina) device, 
which lacKs the recsted attributes wncri assembled. 

E or the foiegomg reasons, claims 21, 41, and 56 distinguish over Marnay, Necessariij', 
each claim depending directly or indirectly on ciaiin 21, 41, or 56 also distin^ushes over 
Marnay. The ^^ithdrawal of the rcicctjons of claims 21-23. 30 34. 41, 42. 46-49, 52, 56, 57, 61, 
and 64 based on Marnay is thus respectfully requested. 

Rejection of Claims 21, 22, 2% 33, 41, 47, 50, 56, 62, and 63 Based on Pishatodi 

Independent claims 21, 41, and 56 have been amended to recite that the core has a curved 
upper suxtace and the upper plate has a curved lower surtace. This arrangement has advantages, 
some of which are discussed in the specification. Pisharodi does not disclose a core having a 
cwxcd uppei suiface or an uppt-i plate ha\ing a cur\ed lower surface. A.ccoidirisI>, anscnacd 
claims, '^K 4U and djstniguish o%er Pisharodi. Neccssanl), each cLdm depending d-recth or 
inJuvoth on claim 21. 41, or 5b also distinguishes over PishaioJi file uitlidi.ivsal of the 
jgeciious of claims 21, 22. 29, 33. 41, 47, 50, 56, 62. and 63 based on PisharodJ is thus 
respectfully requited. 
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R^ectmn qf Claims 24^26, 31, 32, 38, 40, 43^S, SJ, S3-SS, mdS8^am4er3S U.S.a §2mH 
Claims 24-26, 3) , 32, 38v and 40 depend directly or pdireetjy ilrom^^c 21 , Claims 43- 
45, Si , and 53-55 depend directly or indirectly ffom claim 41 . Claims 58-60 depend directly or 
imiirectJy from claim 56, As discussed above, the rejections of iimended independent claims 2L 
41, and 56 are unfbimded and must be 'i\1thdrax\'n. Tfiiis, the rejections under 35 U.S.C, § 103(a) 
of the claims depending directly or indirectly from claims 21, 41, and 56-— y., claims 24-26, 31, 
32, 38, 40, 43-45, 51, 53-55, and 58-60--4s respectluily requested 

Cmciusian 

In view of the reavSons given above, reconsideration of the pending application and the 
timely allowance of pending claims 21-64 are respectfuUy requested. 

It is believed tliat this pajper addresses all of the rejected claims and other matters 
sufTieiently to support the allowance of all of the pending claims, 'fhe December 26, 2007, 
Office action contains a number of statements potentially reflecting charaettrizations of various 
claims, supporting de.scriptions, and/or patent or patent application references, but regmlless of 
whether any such statements are addressed in this response, tlie Principal (as defined 
in 37 C.ER. § l32(a)P)) declines to automaticaUy subscribe to My state^^^ 
charactetizatiGri in the Office action. Although the Examin^a-'s rejection of claims 31-64 has 
been tra versed as set forth above wi thout reference to many of such statements, all rights to 
dispute statemeiUs regarding such rejections later in any subsequent applications or causes of 
action relating to this application or any other application are expressly reserved.* Accordingly, 
the absence of a reply to a specific tejsction, issue, or comment does not signify agreement wth 
or concession of that rejeclion, issue, or comment, hi addition, because the aj^g-uments made 
above may not be exhaustive, there inay be reason for ; patentability of any or all pendi ng claims 
(or otlier claims) that have not been expressed. Nothing in this paper should be construed as 
conceding any issue with regard to any claim except as specifically and expressly stated in this 

tn ppticxilar, fee Exammsr's rejmiom of dependent clam haye not addressed hereitJ 
kpart from thek respecEtive indepet)^^^ base claiins, b«t alt rights td dfepiite statements regiarding such rejectJOm 
Ialfi:r in this # My subseqsjetrt applicafioiis or causes of action relating to this application or any other application m 
expressly reserved. 
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paper, and ihe amendment of any claim should not be construed as conceding the impatentability 
of tiie ciaini prior to amendment except as specifically and expressly stated in this paper. 

Tlie Commissioner is hereby authorized by this \vritten request to treat this or any 
concurrent or i'uture reply {hat requires a petition tor an cxtonsioii of time under 
3" C.F.R. ■i; ! . ! 3o(a) for iis limeiv submission as incorporating a petition for extension of time 
for the appropriate length of time. The Commissioner is tunher auihori/cd to charge ail required 
fees, including wthoat limitation excess claim fees or other fees under 37 C.F.R< § 1.16 or aity 
required extension of time fees or other fees under 37 C.F.R. § 1 , 1 7, to Deposit Account 
No. 06-1050, on which the imdersigned is authorized to sign, and to treat such authorization to 
chaige Deposit Account No< 06-1050 as a constructive petition for an extension of time in this or 
any concurrent or futuie reply requiring a petition for cui cxtcn.sic>o of limc under 
37 C.F.R. §1.1 36(a) for its timciy .submisj.ion. The Commissioner is fuitlier hereby authori^;ed 
to credit any o-^'erpayment to Deposit Account No. 06-1 050. 

Please direct all correspondence in this application to PTO CUSTOMER NO: 26201, 
Respeetfuily submitted. 
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